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I Perhaps the Examiner is relying on a theory of 'inherency/ However, that a certain result or 
~ characteristic may occur or be present in the prior art is not sufficient to establish the inherency of that 
| result or characteristic. In re Rijckaert, 9 F.3d 1531, 1534, 28 USPQ2d 1955, 1957 (Fad. Cir. 1993), 
Z "To establish inherency, the extrinsic evidence 'must make clear that the missing descriptive matter is 

1 necessarily present in the thing described in the reference, and that it would be so recognized by persons 
* of ordinary skill* Inherency, however, may not be established by probabilities orpossribilitic&Thc mere 
^ fact that a certain thing may result from a given set of circumstances is not sufficient. 1 " In re Robertson, 
| l69R3d743, 745.49 USPQ2d 1949, 1950-51 (Fed Cir. 1999) (citations omitted). 

2 M In relying upon the theory of inherency, the examiner must provide a basis in feet and/or 
g technical reasoning to reasonably support the determination that the allegedly inherent characteristic 
| necessarily flows from the teachings of the applied prior art." Ex pane Levy, 17 USPQ2d 1461 , 1464 
g (Bd Pat App. & Inter. 1990) (emphasis in original) (Applicant's invention was directed to abiaxially 
| oriented flexible dilation catheter balloon (a tube which expands upon inflation) used, for example, in 

UJ 

1 clearing the blood vessels of heart patients). The examiner applied a U.S. patent to Sehjcldahl which 
E disclosed injection molding a tubular preform and then injecting air into the preform to expand it against 

a mold (blow molding). The reference did not directly state that the end product balloon was biaxiallv 

rf oriented Tt did disclose that theballoon was "formed from a thin flexible inelastic, high tensile strength, 

5 biaxially oriented synthetic plastic material/ 1 Id, at 1462 (emphasis in original). The examiner argued 
e 

2 that Schjeldahl's balloon was inherently biaxially oriented The Board reversed on the basis that the 
g 

«? examiner did not provide objective evidence or cogent technical reasoning to support the conclusion of 
| inherency. 

| Claims 1-23 also stand rejected under 35 USC §102(b) over Whiteside ( 4 393). Again, no 
^substantive reasons for the rejection are given; only invitations to look at certain portions of the 
| reference which do not read on the claims at issue. 

| Tn response theExaminer's rejection. Applicant submits that at least both independent claims 1 
| and 17 contain limitations not taught or suggested by Johnson etal. or Whiteside. Anticipation may be 
| established only when a single prior art reference discloses, expressly or under principles of inherency, 
each and every element of a claimed invention. RCA Corp. v # Applied Digital Data Systems, 730 R2d 
1440, 1444. 221 USPQ 385. 388 (Fed Cir. 1984). Moreover, anticipation requires the presence of all 
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| elements of a claimed invention as arranged in the claim, such that a disclosure "that 'almost 1 meets that 
T standard does not 'anticipated Connell v. Sears, Roebuck Co.> 722 F.2d 1542, 154S, 220 USPQ 193, 
| 198 (Fed. Or. 1983). 

5 Based upon the foregoing, Applicant believes all claims remain in condition for allowance. 
3 

g Questions regarding this application may be directed to the undersigned attorney by telephone* facsimile 
>• or electronic mail. 



Respectfully submit! 
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By. 




John C. Pos 
Reg. No. 37,424 
Gifford, Krass, Groh, Sprinkle, 
Anderson & Citkowski, PC 
8 PO Box 7021 

| Tiny, MI 48007-7021 

|Dated: May 17, 2006 (734) 913-9300 FAX (734) 913-6007 
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